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REMARKS 

The Examiner has rejected claim 17 as failing to comply with the enablement 
requirement. The Examiner holds that the specification does not disclose how a pipe-cutter 
system comprising a plurality of rotary head portions operates. It is the Examiner's position 
that the application only discloses a pipe-cutting device having one rotary head portion. 

Based upon the Examiner's rejection, it appears that the Examiner has misunderstood 
what the specification teaches about a pipe-cutter system having a plurality of rotary head 
portions. With reference to the specification at page 11, line 22 through page 12, line 8, and 
with reference to Fig. 12, it should be appreciated that Applicant has enabled those of ordinary 
skill in the art to provide "a plurality of rotary heads ... to be selectively and individually 
engaged with the driving gear systems." Each of these plurality of rotary heads could provide 
a pipe slot that is sized to receive a pipe of a different diameter. Inasmuch as Fig. 12 provides 
no dimensions, it is submitted that claim 12 can be interpreted to provide a pipe slot of any 
given diameter. Thus, those of ordinary skill in the art are certainly provided with enough 
information in the present specification to practice that which is claimed in claim 17. Claim 
17 has been amended to focus more specifically upon the plurality of rotary head portions, 
without undue attention given to drive sources and gearing systems, and reconsideration of 
claim 17, particularly in light of the specification, figures, and ordinary skill in the art, is 
respectfully requested. 

The Examiner has objected to the drawings for failure to show the "plurality of rotary 
head portions" that was objected to in claim 17. As mentioned above, the plurality of rotary 
head portions relates to the provision of individual rotary heads providing different pipe sizes, 
and does not, as the Examiner has concluded, relate to a single pipe-cutting device having 
multiple rotary head portions fixed thereto. Figure 12 and the portion of the specification 
dealing with that figure provides adequate disclosure of the invention specified in claim 17. 

Claims 1-3 and 16 have been rejected as being anticipated by Lazarevic '212. The 
Examiner has interpreted Lazarevic '212 as providing a pipe cutter device including a rotary 
head 16, a housing gear, a pipe slot, a pipe cradle, a cutting wheel 37, wheel biasing members 
57 and 59, a drive source 26 and a gear system comprising a prime gear 64, a first drive gear 
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61 and a second drive gear 62. The Examiner has improperly interpreted the "wheel biasing 
member" of those claims and Applicant must respectfully disagree with the Examiner's rejection. 

Particularly, the term "biasing," in both normal usage and in light of Applicant's 
specification, indicates a predisposition, and it is clear that Lazarevic '212 does not predispose 
the cutting wheel into the pipe slot. Rather, in Lazarevic '212, the cutting wheel is predisposed 
to reside outside of the pipe slot, and only during operation is the cutting wheel mechanically 
forced into the pipe slot. See Lazarevic '212 at column 4, lines 9-20, and elsewhere, regarding 
the advancement of the cutting wheel into the pipe slot. Claim 1 has been amended for clarity, 
and it is submitted that the scope of claim 1 has not changed. Rather, claim 1 now more 
specifically points out what should have been inherent in "wheel biasing member," given 
Applicant's specification and the proper interpretation of "biasing." 

Lazarevic '212 fails to satisfy the limitations of claim 1 and, therefore, all other 
rejections based upon Lazarevic '212 fail. However, Applicant specifically addresses claims 
4 and 16, wherein the Examiner has improperly interpreted the "slot-engaging gear" and 
"protrusion" recited therein. Claims 4 and 16 are directed toward the gear embodiment shown 
in Figs. 9A, B & C. These claims have been amended to clarify how the Examiner has 
improperly interpreted the slot-engaging gear and protrusion in light of Applicant's 
specification. Again, these amendments do not limit the scope of claims 4 and 16, and are not 
presented for patentability, inasmuch as original claims 4 and 16 should be allowable. 
Applicant respectfully requests that the Examiner review Applicant's specification regarding 
Figs. 9A, B & C, and a teleconference respecting these claims is respectfully requested. 

The Examiner has rejected claims 1-7, 10 and 16 as being anticipated by VanderPol 
'385. VanderPol '385 was interpreted substantially as was Lazarevic, and VanderPol '385 fails 
to anticipate the rejected claims for substantially similar reasons that Lazarevic fails. 
Particularly, VanderPol '385 does not provide a wheel biasing member as that element should 
be understood from Applicant's specification and the general understanding that "biasing" 
suggests a predisposition. Regarding claims 4 and 16, the above argument respecting the slot- 
engaging gear also applies to VanderPol '385. Regarding claims 5, 6 and 7, it appears that the 
Examiner is not familiar with a "plate spring member," as the elements that the Examiner cites 
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for satisfying the plate spring member can in no way satisfy that element. It is respectfully 
requested that the Examiner consider the disclosure of the plate spring member in Applicant's 
specification. To aid the Examiner in properly interpreting the plate spring member, Applicant 
notes that it is identified in Figs. 1, 2 and 4A-G by the numeral 56. The elements that the 
Examiner has cited in VanderPol '385 as satisfying the plate spring member are clearly 
distinguishable and dissimilar in function, way and result. 

The Examiner indicated that the subject matter of claims 8, 9, 11 and 12 would be 
allowable if rewritten in independent form including all of the limitations of the base claim and 
any intervening claims. Applicant thanks the Examiner for identifying the allowable subject 
matter, and, in response, has provided two new independent claims, claims 18 and 19. In 
these new claims, Applicant has included the subject matter of allowable claims 8 and 11, 
respectively, but has not necessarily included the subject matter of all intervening claims. 
Rather, Applicant has drafted claims 18 and 19 with the understanding that the retraction 
elements are the novel and non-obvious features that caused the Examiner to identify claims 
8, 9, 1 1 and 12 being allowable. Applicant respectfully requests that the Examiner review these 
new claims, and it is believed that the Examiner will readily agree that they are allowable for 
the same reasons that claims 8, 9, 11 and 12 were indicated as being allowable. 

Finally, Applicant notes that claims 2, 6, 8 and 9 have been amended. In claim 2, it 
was necessary for Applicant to change "pipe housing" to "rotary head portion," due to an 
oversight during the drafting of claim 2. This amendment is not submitted for reasons of 
patentability, and does not narrow or broaden the claim but rather clarifies it. Regarding 
claims 6, 8 and 9, the word "freewheeling" has been removed in all instances. The removed 
term unnecessarily narrowed the claim, and it is Applicant's desire to pursue claims that are not 
limited to a "freewheeling" shaft. 

In light of the foregoing, Applicant respectfully requests that claims 1-19 be 
reconsidered, and a Notice of Allowance of all pending claims is earnestly solicited. Applicant 
has already requested that the Examiner contact his attorney to discuss certain aspects of the 
present response and, should the Examiner have any desire to discuss the present response in 
more detail, Applicant's attorney would welcome a telephone call on other issues as well. 
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Two new independent claims have been added and therefore a check in the amount 
of $88.00 is enclosed herewith. In the event that the submitted fee is missing or insufficient, 
the undersigned attorney hereby authorizes the Commissioner to charge payment of any fees 
associated with this communication or to credit any overpayment to Deposit Account No. 18- 
0987. Please cite File No. KMY.P.3 when utilizing deposit account. 

A request for a two-month extension of time is accompanying this Amendment along 
with payment of the appropriate extension fee. 

Respectfully submitted, 

Mark L. Weber, Reg. No. 46,069 

Renner, Kenner, Greive, Bobak, Taylor & Weber 

First National Tower - Fourth Floor 

Akron, Ohio 44308-1456 

Telephone: (330) 376-1242 

Facsimile: (330) 376-9646 

Attorney for Applicant 

Dated: \H OJr Z^C><( 
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